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AREFEDBEBI Aims of lecture

AARERERMAFEL(EPA) DY LY ZEFR LS SO
ND—its Suggestions to improve efficiency of communication
between Japanese client and EP attorney (EPA)

o FAHEMNMLELT LHIFE What information we need from you

o FEIZHEETEST-LVEIE What you should let us do

o TMdM—iEHI7I{EE Other general points of advice

FEDHIIE . . Ifthere is time:

e HAPE Time limits

o [FrEiERAZESIZE T A/ E257EA Short note on European search
opinions

o HATZEHEEANNEY ST LVFEE S Reminder about some common
pitfalls for JP applicants
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NEFE Efficiency

[Z L2 Introduction

FH1E 7 FTFRETEMEND  Amendments / Added subject-matter
FREF A R AL DT Excluded subject-matter

HTERE  Novelty

251 Inventive step

o EEEET—2IZET HEE S Anote on comparative data
BHHIZE DR (WP HEM A EEE )  Sufficiency
EEWmEEDmZEIE  Final section of examination report

ZTDMD—2BY75FE = Other general points
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[ZU&(Z Introduction

HAREXIIFIMNRIEBEAANDIEREITOIRIZZLDFHFAEMNT
TWLAN ., EPOICIRE T ARICEKIEZZLDIEEZZELTILNS

A JP client can put a large amount of work into preparing instructions,

but still leave a large amount of work before they are suitable to file at
EPO

EDFIINTTNIXEEL-ERRGIEEZTRLELIN?

How can we minimise wasted or duplicated work?
IREITEARMTHREYRBIOZEIZERZ LM, ESNMNIHITHNT
LV7ZEL Y Suggestions may seem basic and self-evident, but often they
are not followed

MewburnEllis

LLP



fHIE CEMLI-FEIE

Added subject-matter / amendments

EPOIX##IE 2%t L T TEetk

EPO is extremely strict about amendments

%EEXB —C*ﬁlEb\nlb\&)b;haT'tl/—C:bs ; HE':_L(_BL\—CEK
EMAFHEBIEOEMEHIBIESNMNIL, TEEARGELE &

74 An amendment that is allowed during examination can lead to
an “inescapable trap” if an opposition division decides it is added
subject-matter

BREETROBNEICEITHIEPODEEIL, FHIRSZIEDIE

MEZEARFIIZEIL  The EPO test for priority entitlement is
essentially the same as for added matter

1t
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fHIEICKAFIREIBDEM

Added subject-matter / amendments

WEE. BT REBEADFIVIEZITERE

Amendments should always be checked by an EPA

WTFNIZLTH, RERANLI7D) &N ITFHEIEDIEHDBATRA
WHhEE Anyway, new Rule 137(4) requires the basis to be identified

B iEEE (BAETROERLA S HERME) hISHED

RN EENTNAIELLER I NS WFITEB LB CEPHEE

BETISSIHIAHAHEEIEFRIR)

It is also good practice to check for basis in the priority document (this is

L

essential if there are intervening publications)
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2 & Suggestions

Tl

WIERZHEVIRGEIL. HHE (RMBLESEHE) PO
E DR ANICHIRLTTSELY,

If you propose amendments, tell the EPA where there is basis in the

application (and priority document)

CHETDGNIGE T, RBANLEDHALIEZ T DEIZHY
FIH, BELIMEREDELELFET,

If you don’t, the EPA will have to look for it anyway, duplicating effort
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= Suggestions

Tl

—XZMDOXEELBZADLIBREITRD S KEX DKWL
MESIFEARALGELTTSLY,

Avoid long, US-style requests to the examiner to replace one passage
with another

BEINLBIFRE DELEZ THIESNFE T, HIEETEFZEET
FLEIE—LEEILFTLET

EP applications are amended by filing replacement pages, usually with

a copy showing amendments in manuscript
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2 & Suggestions

Tl

B EICE S TIE(ARETIRESNT-) TTOPCTHFEZFERT
HELEMTT,

Sometimes it can be useful to re-translate the original EP/PCT
application, if it was filed in Japanese

F=-L. BIEDQEELGIENERE>E TN (F-ZHEMHER)
LHYET,

This can sometimes overcome lack of exact basis for a desired
amendment (or clarity objections)
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FEFI RS D:

thdZ <D

£

EREIERIZ, EPORAFEF RN OIFEDE

% 1T Excluded subject-matter

Like many jurisdictions, EPO excludes certain subject-matter from

patentability, for example

e O Ea—A7J07%5./.% Computer programs as such

o A% Methods of medical treatment
HEDIL— LR TIOMREZREE I HEM A EE
Certain claim formats can avoid problems
e BIZIE.BEAEIIEITIRADARE

For example, products for use in methods of medical treatment
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Suggestion

Tl

12

tET., ZFOMRMFFITHEELEEITHZEIEE Z TEL

It is difficult to stay up-to-date with practice on this in other jurisdictions

BHAOREADSIERSNAMESRIE, BUNICE WL TIEARE

Ul endHd

Amendments proposed by foreign clients are often inappropriate

IL—LDEXNEEFZIMAEANNHFEBCET, HEXIERDF

TI B8 TS S A[FETE

Leave changes of claim format to the EPA. This may avoid wasted
effort for JP client
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HTFAE  Novelty

FRREICET HEPODME L. BADRE LERLL

EPO law on novelty is very similar to JP

fit

x

EEER, HFEF

DML IL— Ll FIL—LITH LTSI

ASNT=EITRIT X OBTERELERLEL . HERZIEHE

As in other jurisdictions, point out the differences between the

Independent claims of the application and whole disclosure of each

prior art document cited against each claim
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HTRRE  Novelty

EY75GEIE EPOBRE [XZBERERAIGT 2 ITHITH
DT A5 REMZEHATI HEIKDH D,

Where appropriate, the EPO examiner wants a reference to a specific
passage in the prior art document that confirms the differences

o NIZKVYHEREMNEZ LS Easy to check
FATERINTOFTRED, LEBTEL, BEANTRNSGE

Not a broad, unspecific description of the prior art disclosure

o HEFEAEEE Difficult to check
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Suggestion

Tl

12

SIIEDTERICDOVTIE, ZATAIN—TEITHEAT
Include page and line numbers of passages confirming the differences
CNEDFIGNGEE, EDHAHE TN (LHEZE LT AL
59, CCTELEELEIERDFEL

If you don’t include them, the EPA will need to find them, again
duplicating effort
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ETE  Inventive step

EPOILEE. &5 %ICEAT A RiGICIEREMR I 7IO0—F%
RAWaEI3KE S,

The EPO generally requires inventive step arguments to be presented
using the “problem-solution” approach

e EPOME®IFEM(?) Unique (?) to EPO

o STEITIEfETHMIEZE S TELY Difficult to master
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T & Suggestion

ESHDERERICHLT, EREEXZERLGEVTTSL,
Do not try to draft a response to inventive step objections

(ZIFTEZEIC, BEEELIBEELLEI=0H., HTH DT 0VEEHKIZ
EBDHEMN

This will almost certainly need to be rewritten, wasting your effort
KHYIC. EREERZEYIZITASELS . RELIFEREFL
[CCHRTELY,

Instead, try to provide the necessary information for the EPA to draft a

response in the proper form
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EDEOTFHmRABLEMN?

What information do we need?

RERRT TO—F (& BEEEHTER

Problem-solution approach is very effects-based

BEEICSSIASN-RLEW TR XIS LT, MLV —LZTERET
HHFHER D ICE ST ED LG EMHIN RN EL DD ?
What technical effect is associated with the feature(s) that distinguish(es) the
independent claim(s) from the closest prior art document cited by the Examiner?
CORZWHI REBANICTEHREATIL,
Please always explain this to the EPA
FEROBRMAMENENG S REXXEITRITORBEZRHBILIEL
5%, CDGELESEZERTSDLOD ., /N—FILIFEL
If there is no technical effect, the problem is providing an alternative to the prior art.
This can still be inventive, but is harder to argue
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EDEOFTFEHmRABLEMN?

What information do we need?
ESEFEMTEH2EZE(TIERMEEFELL. HIAE

Facts to support inventive step are often similar to other jurisdictions,

for example

o RINHISIENFEONT=THAIENFRIAEETH =M ?
Was it predictable that the technical effect could be achieved?

o RMWHIIRE. oI DEBALLEICENDSMN?

Does the technical effect lead to any advantage?

* SIAXEMOBAEHLEEFIAN?

Are cited combinations of documents incompatible?

o WINADETRMEA ., REFRPDHEEZRZEZTKRLTLNDH

Does any prior art teach away from the invention?
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HERAERT —2CEAIT L EER

A note on comparative data

B R ER T — A DIR L IZEPOIZE W TBSH TE M

Comparative data can be very effective at the EPO

F=1=U. LGB ARFEFALEEL TL SR ENHY ., £5T
FWNEEIXERINS (FEEREGD)

BUT, the comparison needs to be relevant, or it will be disregarded

(and hence wasted)

ZHIE, ERERICE S TELD

Requirements vary depending on the objection
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HEAEBRT —2 (T HEER

A note on comparative data

BEEBIIRUVEVEITEMED LLERBAERZRDHDHIENZLY,
Often, the Examiner will want a comparison with the closest prior art
o HFBEAMECEHEHKL-REBEOZTHLIEGLIENDD
May be different from the comparator used in experiments reported in the
application
e ZD-HEMRBRNBHELLGTLSHEELHD

So may require additional experiments
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HERAERT —2CEAIT L EER

A note on comparative data
HHNI BEREERFRRBHORNKRMIGEDZZRLT, Shem iR
BREROBENHD,
Alternatively, the Examiner may want a comparison with a representative
selection of alternatives

o BIZIX. FL—LEINT-ILEMZAETIFRDISADILEYMERET H L
MBEBRAMNE SN
For example, obvious to produce a new class of compound, encompassing the
claimed compound
o JL—LINERFMN. BALIZADMDOERFELBRLTEIGHEEZRT
HTErERLI-WNMGE
Want to argue that the claimed molecule has advantageous properties compared
with other molecules of the class

e FABRENR. SIAXEICELKTHL MDISADE R FEDLLREREKRT HIEN
hBo

Examiner may want comparisons with other molecules of class, even if none exist in
the prior art
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Suggestion

Tl

12

FAMNCREANEER T —FDOBE B IOV THEE
Discuss suitability of experiments with the EPA in advance
BEEENKOILBRARERGLIABRTITOFOEKZTEITS

Avoids wasted effort, if the Examiner wants a different comparison
BREEIL. BETOILBRABRT —FDERNEEEED T M
I BFNICRE THo=ELTHRIBHTENWIELAH S

Examiners can be unsympathetic to practical / logistical / economic

difficulty of producing relevant comparative data
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BR#E D+ 775 F 7~ Sufficiency

HERENIL—LOHEBIE-T BELEEECERAIEET
HHZENEH

Requirement is that the skilled person can carry out the invention

]

across the scope of the claims, without undue burden

FEAMNRICEESN =D TIHZEL

Not that the invention has been carried out

EIEHI o TR AL —RIETOLEY S

Predictable generalisation from examples is OK
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=& Suggestion

EPOMEAEIIIPO(BAHFHT) LYBLEEN D

EPO standard may be more generous than JPO
WD HEEELE L EELY  No written description requirement

FRA 7 DOIEMEERBAICK L TEEICHELTIEL
[F7E0N
Don’t automatically amend in response to an objection of insufficiency

FEEILFTEMIZEL T(HRMHIS) i#Zam e 1oL DS

Examiners will engage in (technical) discussion of sufficiency
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BEDRERE
Final section of examination report

ba & 1375 0 A97552T8 Mostly concerns editorial matters
A EACE A IZ/E 4 Leave these for the EPA to deal with
HEER IR R DA BTN EEBEEENBRRLSIENH D

Often includes a statement that the Examiner cannot see anything

patentable in the application

CHILFEICEEE | 8L DZEIXIEHE TV DIZ, HEADLFE
ADBELILIZRIZTEEED BB
Always ignore this! It is almost always incorrect, but some JP applicants

give it too much respect
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— iR BI7E B = = General points

FARTZEAPTRAIELENIE

Don’t try to do the whole job yourself

* IR RNTHAGEICHAZERLELREZY . EHEOERERETT
BRI CHTIEES
Applies especially to reformulating claims around excluded subject-matter

and drafting inventive step arguments

e JL—LORFOFMIFREANIZEES
Let the EPA worry about the wording

e [A[ZIL—LTEMN AIZE0FOREITOVTHREANIZERZEA
HTEITES
Instead aim to provide the essential elements of what the claims should
cover or what to argue
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— iR BI7E B = = General points

REANFHZZRDIELE. ZLZEYTSED

The more the EPA knows, the more (s)he can help
e BEXLOHANGEMN®HD IZEF. KEANIIEASD

If you have specific commercial aims, please tell the EPA
o FIZAIX, MZICH-BREOREREBICHIERZTHRELZWLGE

For example, a marketed product or product in development that you wish

to protect

e X[IFmEFMHDRIZEILDI-FE

Or a competitor’s product that you wish to block

Nim. REANFTFHRFTEED

Of course, the EPA will maintain client confidentiality
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—iRHIEEE R General points

REANEDDBYEYD A ZE Form of communication

o EHEMIGICEALTIEREBEFA—ILTELSE REBEANIE—R—ZIL
THwWETSES

Use of e-mail to communicate instructions for responses allows the EPA to

cut-and-paste text for editing.
* BANZEHE MEMHNTIRZATLES
Avoids re-typing, so is more efficient and accurate

e NRAAHBITERE. EFA—IINZTRELIZYEZEINS)RVLIER, &
FIEBATgE, BIZIENRT—FZ BRI DA—ILROT 7 XA TES,
After publication, risk from misdirected or intercepted e-mails is small.
Encryption is also possible, e.g. with password sent by separate e-malil

or fax
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— iR BI7E B = = General points

7 E|HFE  Divisional applications

e WEITKY., RITTEHEAIDERERBEIRMNS2445 A LN (E—14:E
ROIEFENEICGEEIN =I5 E 2R
Deadline now 24 months from first formal examination report (unless a
disunity objection issues later)

o BMEDDIEEVDNEN, BARFETIC2[E B OEMfIER @A FELR
LyhvE !
Time can pass quickly. We may not get the second examination report
before deadline!

e WICHE—ERMNHLHEZEX. BOITEKRE

Think early, especially if there is disunity
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—iRHIEEE R General points

FIERIEE 2K Auxiliary Requests

* EPOIE. BEHDIL—LHEEZRIFIIRHEHI HEZRHTLS
EPO permits filing of several sets of claims simultaneously

o FREMIEFEIZFEEEZMS Examined in order of preference

o —fRMIICIX. OEEFEPLEZRBIITHLWbLND
Usually used for oral proceedings and in opposition

o f==L.—DERERICHTIRMENERHY . BEDERERENZT
RGN GERICIE. BEOEETHLAMBIZXRROERZTZED

ZE)

But can be useful in examination, if you have arguments against an

objection, do not want to receive another examination report (for example,

if you want quick grant)
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HAFE Time limits

SR METE 737%  Ccalculation of time limits

ELAVAS7 7 HARE Typical time limits

HAEIIE R  Extensions

FH7a 45 (B fE®E D[E{EF L)  Further processing
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AR M ETE /3% Calculation of time limits

HIEERENICNT HEDHRIL, HZEHEDEMDA |

MISEEE Time limit for responding to examination report runs from
“notification” of letter

BHIE, BRIEDEZANSI0OBRICHELE (EFOEIEH
NENKIYELENGEZFRS)

Notification occurs 10 days after the date of the letter, unless the letter

In fact arrives even later

AR ORI BICI0BZFMELL 1T IELE 54

10 days must be added at the start of the time limit
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P

Application No. Ref. / Date

04 754 234.5 - 1212 CMD/FP6348312 16.09.2010
Applicant

Genentech, Inc.

BEENE D B{T:20109A 168 Date of letter: 16
Sept. 2010

Communication pursuant to Article 94(3) EPC ;& %1 H : 201049 H26H Notification: 26 Sept. 2010
#ABR: 201141 A26 A Deadline: 26 Jan. 2011

The examination of the above-identified application has revealed that it does not meet the requirements of the
European Patent Convention for the reasons enclosed herewith. If the deficiencies indicated are not rectified
the application may be refused pursuant to Article 97(2) EPC.

You are invited to file your observations and insofar as the deficiencies are such as to be rectifiable, to correct
the indicated deficiencies within a period

from\the notification of xhis communication, this peffodemg computed in accordance with Rules 126(2) and
>~One set of amendments 1o the description, claims and drawings is to be filed within the
said penod on separate sheets (R. 50(1) EPC).

If filing amendments, you must identify them and indicate the basis for them in the application as filed. Failure
to meet either requirement may lead to a communication from the Examining Division requesting that you
correct this deficiency (R. 137(4) EPC).

Failure to comply with this invitation in due time will result in the application being deemed to be
withdrawn (Art. 94(4) EPC).

MewburnEllis
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AR M ETE /3% Calculation of time limits

Z<{DEPETFATIL, IEMELZEARZ ERL TLVEL

Many EP firms do not report the correct time limit

DIAT NGB zELSBETN—REBADEEDEOH . FHEICE
NELEIGFERTELDHAREN

Misleading for client — can cause the client to rush unnecessarily for the

convenience of the attorney
DFATURMNTI0BIL—ILIZEH>TLN\SIHE. I0BZB 5 TMELT

HRZEB I DHE TN

Can be dangerous if the client has some knowledge of the “10 day rule” —

adding 10 days at end can lead to missed deadline

MewburnEllis

LLP



A7 HAfE] Typical time limits

BEDIEMREEBEMTIE, HiRE—#&IZ45 A

For a normal examination report, the time limit is usually 4 months

EEIZ&E-TIE24 A

Occasionally it is 2 months
o AHXICATHLDTERIGELDTHENGE ., XX

Either because it relates to formal, not substantive matters
e EEAEMNFTLWEGSE
Or the Examiner is getting impatient
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HAREI¥ER{ Extensions

EREHBNNEFRNGCRETHNIL. F—2IL6rBADRER
MNEFIZEHLND
Extension to a total of 6 months is automatic if the examination report
raises an issue of substance
o JTDHEIRM24ADIHZEETE

Even if the original time limit was 2 months
64 AL LDEELTEETHHH, BIS RIS SIZROND
Extension beyond 6 months is possible, but only in exceptional
circumstances

o HAMIERFBREKIC. HRAZHRNDILE

Must be explained with extension request
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HAfEfE 18 & D [8]48 F=#5% Further processing

HIRZEBLI-5E . HFEIETRY FiIFonf-tDEHET ]
If time limit is missed, application is “deemed withdrawn”
EPOAEH I HHARMNICEIE F £t RAE2251—0) X
A HREICKH L TR RZELSH LK, BEIICETE
B i

Can be revived automatically, with no adverse effect on the

application, by paying further processing fee (currently EURO225)
within deadline set by EPO letter

MewburnEllis

LLP



HARS €18 1% D [B]12 45 Further processing

nfEFHEO=-0DHIE X, BEAIZ(I3yB¥E~448

Missed time limit to further processing deadline is typically 3%z to 4

months

BHARDERAK
HEZELHD

EFmzFALGWLIENZND, FEREICH

Japanese applicants tend not to use further processing, but it can be

very useful
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K 5fl & R 22 European search opinions

iy 2 4. IRTE 3478 & 755 7= Response is now compulsory
=52 FOIEFEIEH A %] Effectively an examination report
=L REBZERF2EIHBOHROER B L6740

But note that the ESO does not start the deadline for filing divisional

applications

EAPE Z64 H Deadline is 6 months ...
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64 ADHEIREIE. L TOBAMSERESNS:

6 month deadline from:
BRI EAEHREED LHB (BEFEKRKFDILERERLC)

Publication of the European search report (same deadline as for

paying the examination fee)
o  HIRIEE . x ;[A11E F#E: O Extension: no; further processing: yes

GAEHENEMSNASANCERFKMZEICILOTINS
SE)HBAICHLEEDRGEOERHZEERH DB

Notification of the letter inviting the applicant to confirm its wish to

proceed with the application (if exam. fee was paid before search

report was sent)

o HIMIER:HISNIGHEIZRYO;BIEFER:O

Extension: only exceptionally; further processing: yes

MewburnEllis
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FL<HH%EELIT Common pitfalls

AYFTEFEAEMEOERBFICEETARE, ELEENEE
FTADIEBENRFE>TH DL

Really concern drafting of applications, but problems surface during

examination

BREETE  Clarity

e JL—LHTIEMHEXIGRIFCERGRIFZE# (T4, BHHAIZH TS
nobzrEHRLTHES
Avoid using relative or unspecific terms in the claims, or define them in the

description

o BIZIETETILFILITZEDOID ITA7EUNE
For example “lower alkyl”, “several”, “small number”
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FL<{?HBHEELIT Common pitfalls

PEA7E RS T—21E  Intermediate generalisation

e BAMNMNDOHFETIE, EWVML—LEEFRBEEREFI DA T, FREH
BILESDFEANERIITRERESNTLZENZENELLH D
Common for applications from Japan to have a broad claim and specific
examples, with few or no definitions of the invention of intermediate
breadth

EPOTIIHFMEBIBEICEIRE=H, LLLWIL—LAEFFSNGELVS
Bl SRV EFRBFIOBRENBELGS>TLERD

If broad claim is not allowed, limitation to specific examples may be

necessary, because of strict approach to added subject-matter
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FL<{?HBHEELIT Common pitfalls

HCf&ZE  Self-collision

HEEAPHEAENLBLTOTEH, ROFHEDEBAEPOTILEITH
MELTHmbNBEEFMBETEALY

Common ownership or inventorship does not prevent an earlier

unpublished application from being prior art at the EPO
ZBAMNEHBETIL—LLISIELTWSEBRNIZEEZN DK OEEEH
. EBEOBREERICTHTIEIELEL

Don’t include examples in an earlier application that fall within the scope

you want to claim in a later application
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CREERYHSEENELT,
THANK YOU FOR LISTENING

QUESTIONS?

Matthew Naylor
matthew.naylor@mewburn.com

Mewburn Ellis LLP

33 Gutter Lane,
Wolglefe]g

EC2V 8AS, UK

Tel: +44 20 7776 5300
Fax: +44 20 7776 5399
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